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DETAILED ACTION 

Claims 1-6 and 10-15 are pending. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 5-6 recite ranges of magnesium sulfate and SDS expressed in absolute 
quantity (i.e., micrograms). This method is done in solution where concentration is the 
controlling parameter, but it is unclear into what volume the claimed amounts are to be 
added (e.g., final assay volume, or volume of anionic substance solution to add). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 10-11 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Simpson et al. (US 5,004,684 issued 2 Apr 1991). 
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Claim 1 recites a method of extracting ATP comprising: a) introducing a cationic 
extractant and an anionic substance; and b) extracting ATP. Claims 10-1 1 recite 
reagents for this method, optionally comprising luciferin, luciferase and magnesium. 
Claim 15 recites a kit for this method. 

Simpson et al. teach (Examples 2 and 3) a method for extracting ATP from 
microorganisms using benzethonium chloride, prepared in assay buffer (Example 1) 
comprising HEPES and EDTA, both of which are anionic substances at pH 7.75, and 
further assaying for ATP using luciferin, magnesium and luciferase (see Col 1 lines 52- 
62). Assay kits are contemplated (Col 6, lines 33-34). 

Accordingly, the cited reference is deemed to anticipate the inventions of Claims 
1, 10-11 and 15. 

Claims 1 and 10-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lundin (US 5,558,986 issued 24 Sept 1996). 

Claim 1 recites a method of extracting ATP comprising: a) introducing a cationic 
extractant and an anionic substance; and b) extracting ATP. Claims 10-1 1 recite 
reagents for this method, optionally comprising luciferin, luciferase and magnesium. 
Claim 15 recites a kit for this method. 

Lundin teaches (Col 9 lines 1-13) a method for extracting ATP from 
microorganisms using benzalkonium chloride, prepared in an assay buffer comprising 
Tris -Acetate and EDTA, both of which are anionic substances at pH 7.75, and further 
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assaying for ATP using luciferin, luciferase and magnesium (Col 9 lines 17-19). Assay 
kits of their reagents (optionally dried onto a matrix) are contemplated (Claims 5 and 6). 

Accordingly, the cited reference is deemed to anticipate the inventions of Claims 
1, and 10-15. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A' person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-4, 10-11, and 14-15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Shultz et al. (US 6,703,21 1 filed 15 Sept 1999). 

Shultz et al. teach (Example 23) an ATP assay using Polymixin B and MgS0 4 
along with luciferin and luciferase. Shultz et al. teach (Column 7, lines 33-44) that 
Polymixin B is commonly referred to as an "extractant" in the context of cell lysis for a 
luminescent ATP measurement. Shultz et al. discuss a test kit for detection of ATP in a 
sample, comprising a cationic extractant and an anionic substance (Col 12, lines 1-26). 

Claim 1 recites a method of extracting ATP comprising: a) introducing a cationic 
extractant and an anionic substance; and b) extracting ATP. Since polymixin B is a 
cationic extractant and the sulfate in magnesium sulfate is an anionic substance (as is 
the mononucleotide AMP also included by Shultz et al.), and since the context is 
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extracting ATP from a cell for assay, the reference reads upon Claim 1 , parts a and b. 
Shultz et al. also read on Claims 2-4 drawn to methods using magnesium sulfate, on 
Claims 10-1 1 drawn to reagents for extracting ATP, comprising a cationic surfactant, an 
anionic substance, luciferin, luciferase, and magnesium, and on Claim 15 drawn to a kit 
comprising a cationic extractant and an anionic substance. 

Accordingly, the cited reference is deemed to anticipate the inventions of Claims 
1-4, 10-11 and 15. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 
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Claims 1-5, 10-11, and 14-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schultz et aL 

The teachings of Schultz et aL with regard to Claims 1-4, 10-11, and 14-15, 
discussed above, are applied as before, particularly use of MgS0 4 (see Example 23 Col 
40 line 29). 

Schultz et al. did not use the absolute amount of MgS0 4 within the range recited 
by Claim 5. 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention, while adjusting the volume of the assay of Schultz et al. as required 
by circumstance, to use an amount of MgS0 4 within the instantly claimed range which 
results in the concentration of MgS0 4 in the assay as taught by the reference, because 
it is conventional to adjust the scale of an assay as required. 

One would have been motivated to do so for the expected benefit of economy 
given by the use of smaller volume assays, and by the ongoing trend in miniaturization 
of assay methods. 

Based upon the teachings of the cited references, the high skill of one of ordinary 
skill in the art, and absent evidence to the contrary, there would have been a 
reasonable expectation of success to result in the claimed invention. 



Conclusion 
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The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Aegidius (US 5,258,825 issued 2 Nov 1993) teaches an extraction medium 
containing cationic surfactants, including benzalkonium chloride with added magnesium 
sulfate, luciferin and luciferase. 

Squirrell (US 5,648,232 issued 15 July 1997) teaches methods to extract ATP 
from cells using cationic detergents and phosphate buffers, with reagents and kits 
therefor. 

Andreotti (US 5,916,802 issued 29 June 1999) teaches chlorhexidine acetate as 
extraction reagent, to be mixed with magnesium sulfate, luciferin, and luciferase as part 
of a swab assay for ATP. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher Bull whose telephone number is (571) 272- 
1327. The examiner can normally be reached on 7:30-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on (571) 272-0774. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
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